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REPLY BRIEF 

Dear Sir: 

Applicants submit this Reply Brief to the Board of Patent Appeals and 
Interferences in response to Examiner's Answer mailed on June 3, 2008. While 
Applicants' maintain each of the arguments submitted in Applicants' previously 
submitted Appeal Brief, Applicants make the following further arguments in light of the 
Examiner's Answer. 



814753J 



Page 1 



PATENT 

Atty. Dkt. No. ROC920030329US1 
PS Ref. No.: 1032.012187 (IBMK30329) 



ARGUMENTS 

1. The Combination of Bays in view of Setya does not Render Claims 1, 4-21 
and 24-31 Obvious. 

The Applicable Standard 

The Examiner bears the initial burden of establishing a prima facie case of 
obviousness. See MPEP § 2141. Establishing a prima facie case of obviousness 
begins with first resolving the factual inquiries of Graham v. John Deere Co. 383 U.S. 1 
(1966). The factual inquiries are as follows: 

(A) determining the scope and content of the prior art; 

(B) ascertaining the differences between the claimed invention and the prior art; 

(C) resolving the level of ordinary skill in the art; and 

(D) considering any objective indicia of nonobviousness. 

Once the Graham factual inquiries are resolved, the Examiner must determine whether 
the claimed invention would have been obvious to one of ordinary skill in the art. 

The Examiner's Arguments 

On pages 16-17 of the Examiner's Answer, the Examiner provides a rebuttal with 
respect to the Applicants' Appeal Brief, and further elaborates on previously submitted 
arguments, suggesting that Applicants' arguments are not persuasive. In response, 
Applicants respectfully maintain that each of the arguments presented in Applicants' 
Appeal Brief are correct, and further provide the following arguments in response to the 
Examiner's Answer. 
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Applicants' Response to Examiner's Arguments 
Claims 1. 13. 18. 21, 26 

Respectfully, Applicants submit that the Examiner has not properly characterized 
the teachings of the references and/or the claims at issue. Accordingly, a prima facie 
case of obviousness has not been established. 

For example, regarding claim 1 , Bays does not disclose a method for tracking the 
status of an annotation, comprising applying a set of state rules to determine a first state 
of the annotation based on annotation data. Claims 13, 18, 21 and 26 recite similar 
claim limitations. 

On page 16-17 of the Examiner's Answer, the Examiner reiterates that Bays 
discloses this element at col. 3, lines 25-30, and further cites to additional portions of 
Bays such as col. 4, lines 1-7, 14-16 and 17-24. As stated in the Applicants' Appeal 
Brief, Col. 3, lines 25-30 simply discloses a way to define what annotation data to 
present to a particular user (i.e., filtering), and how to present that annotation data {i.e. 
transforming). The other portions cited by the Examiner simply disclose a method to 
retrieve the data and the annotations associated with the data. For example, col. 4, 
lines 1-7 discloses a query mode that allows a user to search for annotations based on 
a context of data. For example, a "reader first identifies a data material of interest, and 
further asks for the accompanying annotations with particular characteristics (e.g. where 
the author field contains Smith)." See Bays, col. 4, lines 5-7. 

Col. 4, lines 17-24 simply provides further detail regarding the query mode. For 
example, 

"[T]he reader [may wish] to review only certain annotations that relate to the data 
(e.g. all those by expert X) or when the reader wishes to focus on particular 
database material and annotation content (e.g. find all the data and annotations 
about drug molecules have biological activity greater than x (data content) and 
for which the experts said the experimental measurement was reliable 
(annotation content)." See Bays, col. 4, lines 17-24. 
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Thus, the cited portions of Bays simply disclose a method for a user to filter and 
transform annotation content by appropriately querying a database containing data and 
the associated annotation content. Applicants submit that this method of Bays simply 
does not disclose the present claims. Specifically, the cited portions of Bays has 
nothing to do with 'applying a set of state rules to determine a first state of the 
annotation based on annotation data' as recited in the present claims. Yet, the 
Examiner insists otherwise and argues that the Application provides support for this 
assertion. For example, on page 17 of the Examiner's Answer, the Examiner cites to a 
portion of paragraph [0023] which states "state rules may define different states of the 
annotation, for example, based on what fields are (or are not) filled in and, possibly, the 
actual content of those fields." See Application, para. [0023]. However, the Examiner 
fails to elaborate further as to how this definition for a 'state rule' applies to the cited 
portion of Bays. Is the Examiner suggesting that a 'state rule' is the same as a query, 
and that a 'state of an annotation' represents a filtered or transformed version of the 
annotation? While Applicants appreciate the Examiner's attempt to read the claims 
broadly, Applicants submit that the Examiner has broadened the claims well past the 
bounds of the Application as read by a person having ordinary skill in the art. 
Accordingly, Bays does not disclose 'applying a set of state rules to determine a first 
state of the annotation based on annotation data' as disclosed in the present claims. 

Therefore, Applicants respectfully request the rejection to claims 1, 13, 18, 21, 26 
and the claims that depend therefrom be reversed and the claims be allowed. 
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CONCLUSION 



The Examiner errs in finding that claims 1, 4-21 and 34-31 are unpatentable over 
Bays in view of Setya under 35 U.S.C. § 103(a). 



Withdrawal of the rejection and allowance of all claims is respectfully requested. 



Respectfully submitted, and 
S-signed pursuant to 37 CFR 1.4, 

/Gero G. McClellan, Reg. No. 44,227/ 



Gero G. McClellan 
Registration No. 44,227 
Patterson & Sheridan, L.L.P. 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
Telephone: (713)623-4844 
Facsimile: (713)623-4846 
Attorney for Appellant(s) 
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